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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1.1. A request for continued examination under 37 CFR 1 .1 14, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set forth 
in 37 CFR 1 .1 7(e) has been timely paid, the finality of the previous Office action has been 
withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on January 12, 2009 
has been entered. 

1 .2. No amendments to claims were presented by Applicant. Claims 1 , 8 and 13-19 are 
active. Claims 20 - 52 have been withdrawn. 

Response to Amendment 
2. The Declaration under 37 CFR 1 .132 filed December 22, 2008 is insufficient to 
overcome the rejection of claims 1 ,8 and 1 3-1 8 based upon Aoyama combine with 
Naylor as set forth in the last Office action because data provided by Declaration ( see 
Table on page 5) is not commensurate with Scope of the claims for following reason: 
Data ( see Table) is irrelevant to limitation of Claim as " wherein the number of 
titanium-containing particles having an equivalent circular diameter of 1 micron or more 
is less than 100/0.02 mg of the composition" because no compounds with particles size 
more than 1 micron presented in Table. 
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Claim Rejections - 35 USC §103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

3. Claims 1 ,8 and 1 3-1 8 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Aoyama et al.( US 6,365,659) in view of Naylor et al.( WO 97/47675) 
combine with Kato et al.( US 6,680,353). 

The rejection is adequately set forth in paragraph 1 of the action mailed April 8,2008 
and is incorporated here by reference. 

4. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Aoyama 
et al.( US 6,365,659) in view of Naylor et al.( WO 97/47675) combine with Kato et al.( 
US 6,680,353) as it applied to claims 1 , 8 and 1 3-1 8 above, and in further view of 
Uchida et al.( US 6,670,030). 

The rejection is adequately set forth in paragraph 2 of the action mailed April 8,2008 
and is incorporated here by reference. 

Response to Arguments 

5. Applicant's arguments filed on January 12, 2009 have been fully considered but 
they are not persuasive. 

5.1 . Applicant's arguments related to Claims 1 ,8 and 1 3-1 8 rejected under 35 
U.S.C. 103(a) as being unpatentable over Aoyama et al.( US 6,365,659) in view of 
Naylor et al.( WO 97/47675) combine with Kato et al.( US 6,680,353) based on 
following: 
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a) Applicant stated that " To support a rejection of claims of an application under 35 
U.S.C. 1 02 or 35 U.S.C.1 03 (a), the prior art must be enabling". 

In response for this argument note, that ( see MPEP 2121 [R-6]): 
Prior art is presumed to be operable/enabling: 

When the reference relied on expressly anticipates or makes obvious all of the elements 
of the claimed invention, the reference is presumed to be operable. Once such a 
reference is found, the burden is on applicant to provide facts rebutting the presumption 
of operability. In re Sasse, 629 F.2d 675, 207 USPQ 107 (CCPA 1980). See also 
MPEP § 716.07. 

b) and that "The Office has failed to cite teachings in Aoyama or the prior art 

that would enable a person of ordinary skill in the art to modify the method of Aoyama 
so as to obtain a polyester resin composition which meets the particle size limitations of 
the claims of the present application. 

In response for this argument note, that rationale based on teaching of Aoyama was 
clearly stated in previous action and cited by Applicant in instant remarks : 

"Aoyama recognized importance of small particle sizes less than 3 micron in order "to 
achieve good slipperiness and adhesiveness at the time of lamination" - see column 6, 
lines 1 -6. Thus, Aoyama provide rationale to one of ordinary skill to reduce particle size 
to less than 3 micron in order to achieve good slipperiness and adhesiveness" of the 
composition." 

Therefore, this applicant's argument was found unpersuasive. 
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c) Applicant's also argue that Declaration filled on December 22, 2008 demonstrated 
that " none of the compositions of the examples of Aoyama meet the limitation 

that the number of titanium-containing particles having an equivalent circular diameter 
of 1 pm or more is less than 100/0.02 mg of the composition, as required by the claims 
of the present application". 

As it was explained above( see paragraph 20 Declaration was found is insufficient to 
overcome the rejection of claims 1 ,8 and 13-18. 

Therefore, Applicant's argument based on data provided by Declaration is 
unpersuasive. 

d) Applicant's further argue, that :" the comparative data in the present application show 
that less than 100/0.02 mg of the polyester resin composition of titanium-containing 
particles having an equivalent circular diameter of 1 pm or more is material to obtaining 
a composition having good castability and a reduced number of dropouts 0 
(Comparative Examples 1 and 4 in Tables i-l and 1-2). These data 

demonstrate criticalness for the number density of titanium-conte/'n/'ng particles having 
an equivalent circular diameter of 1 pm or more as recited in the claims and rebut any 
prima facie obviousness alleged by the Office to be supported by the combination of 
Aoyama, Naylor and Kato" - see page 6, last paragraph and page 7, first paragraph of 
Remarks. 

It is noted that data presented in Table 1-1 and 1-2 is not commensurate with scope of 
claims, because no actual size of particles presented by data and no examples with 
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particles more that 1 micron ( for example 100 microns) presented in Tables 1-1 and 
1-2. 

Therefore, all Applicant's arguments were found unpersuasive. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to GENNADIY MESH whose telephone number is 
(571 )272-2901 . The examiner can normally be reached on 1 0 a.m - 6 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571) 272 1119. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Gennadiy Mesh 
Examiner 
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